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REMARKS 

The Present Invention 

The present invention is directed to a method for producing a hydrocyanic acid 
synthesis catalyst and to the hydrocyanic acid synthesis catalyst. 

The Pending Claims 

Claims 1-10 and 13 are pending. Claims 1-9 and 13 are directed to the method for 
producing the hydrocyanic acid synthesis catalyst and claim 10 is directed to the hydrocyanic 
acid synthesis catalyst. 

The Final Office Action 

Claims 4 and 6-9 were objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. The Office maintained the rejection of claims 1-3, 5 
and 10 under 35 U.S.C. § 102(e) as being allegedly anticipated by U.S. 5,817,424 to Ohmi. 
Claim 1 was objected to because of informalities, specifically, in line 2 "form" and, in line 3, 
"and having a surface." Reconsideration of this rejection and of the objections is hereby 
requested. 

The Amendments to the Claims 

Claim 1 has been amended in the third line to describe the "surface" as -an iron 
surface-. Claim 2 has been amended to recite that the form is an iron pipe. Claim 3 has been 
amended to delete the alternative dependence upon claim 2. Claims 4 and 7-8 have been 
amended to incorporate the subject matter of claim 1 and to eliminate their respective 
dependence upon claim 1. Claim 6 has been amended to change the dependence from claim 
1 to claim 4 and to therefore delete the redundant description of the oxidative atmosphere. 
Claim 9 has been amended to change the dependence from claim 1 to claim 7. Finally, claim 
10 has been amended to recite, as in claim 1, that the catalyst is a selected iron source and 
form and having an iron surface. No new matter has been added by way of these 
amendments or by the addition of new claim 13. 

Discussion of the Objections to Claim 1 

The Examiner's suggested correction as to line 3 regarding changing the "surface" to 
"iron surface" has been adopted, and claim 1 has been so amended. As to the objection 
regarding changing "form" to --fonning--, it is submitted that the -term "form" is correct. As 
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noted in the specification, the c <fonn" or shap*^ 

varies according to the way in wMc htibg,cataly st is used. (Page 3, lines 12-13). Thus, as is 
set forth in claim 2, the^rm~can^^ It is accordingly respectively submitted that 

the terminology "form" is indeed both correct and appropriate. 

Discussion of the Rejection Under 35 U.S.C. § 102(e) 

The Office has maintained the rejection of claims 1-3, 5 and 10 under 35 U.S.C. 
§ 102(e) as being anticipated by U.S. 5,817,424 to Ohmi (Ohmi '424). Particularly, after 
noting that the preamble recites "a method of producing a hydrocyanic acid synthesis 
catalyst," the Office contends that it is considered that the passive oxide film formed on the 
steel pipe surface as disclosed by the reference is the catalyst that applicants claim "because 
both applicants and the reference teach to conduct the process in the same manner." (Paper 
No. 6, page 3) 

First of all, applicants are not clgini^^ 1-9 and 13. Rather, 

what is being claimed is a "method^£prqduping jLbydroQ^ as the 

ExanTinef H^^KnovsdedgedT Accordingly, whether the passive oxide film formed by Ohmi 
is the same as that obtained using applicants' process or not Jsj^^^ri^DAnticipation 
under § 102 requires that each step of the method be disclosed. Here, the method steps being 
claimed are not disclosed in Ohmi/ 

Ohmi does no ^IeHaj^ ron^^^and formjor the hydrocyanic acid synthesis ~"N. 



catalyst as is required in the claims ur^r.consideration, e.g. - independent claim 1 . Ohmi is \ 
concerned with forming a passive oxide film based on chromium oxide, apparently for some 
semi-conductor applications. 

Further, claim 1 and the other claims under consideration require the sequential 
exposure of the iron surface for the form of the catalyst selected to oxidative and reductive 
atmospheres. The Ohmi process does not ^sequei^ianxexpose any iron surfaced oxidative 
and reductive atmospheres. Ohmi discloses subjecting aheat trea tment with 

a giS^oi^ning hydrogen and oxygen together at selected concentrations so as to form a 
passive oxide film based onxtoonriiim oxide. Indeedy^^ 

from carrying out the^fonnation of such axhrom^^ and 
reductionreactions. {See Column 1, lines 26-40.) Even further, Ohmi does not disclose 
carrying'oi^tiie cycle of exposure to (^idadv^^rejductive atmospheres more than once (as 
is set forth in claim 3) orcarrying out at ljeasU£cycles (newly added claim 13). 

In view of the foregoing, the presently claimed method is not anticipated by Ohmi. 
Therefore, applicants request that the rejection under § 102 tfewffidrawn. 
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Conclusion 

The Examiner's indication that claims 4 and 6-9 would be allowable if rewritten in 
independent form is appreciated. This has been effected, and it is thus believed that these 
claims should be allowed. As to the other remaining claims, it is believed that these are 
patentable and that the application is in good and prpperfo.rm.for- allowance. The Examiner 
is accordingly respectfully requested to pass this application to issue. If, in the opinion of the 
Examiner, a telephone conference would expeditethe prosecution of the subject application, 
the Examiner is invited to call the undersigned attorney. 



Respectfully submitted, 

Gordon R. Coons, Reg. No. 20821 
LEYDIG, VOIT & MAYER, LTD. 
Two Prudential Plaza, Suite 4900 
180 North Stetson 
Chicago, Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312) 616-5700 (facsimile) 

Date: May 13,2003 



M:\DOC\PAT\GRC\204701-AM FINAL.DOC 



6 



